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In the Office Action dated May 12, 2006, pending Claims 15-42 were rejected and 
the rejection made final. In response Applicants have filed herewith an Amendment 
After Final and request reconsideration of the rejections in view of the following remarks. 

Preliminary Matters 

Information Disclosure Statement 

The outstanding Office Action indicates that the copy of the material cited An the 
Information Disclosure Statement filed on December 22, 2006, was not legible and 
therefore the Information Disclosure Statement was not considered. The copy of the 
material in the undersigned's file is legible, however, and a further copy of the cited 
material is attached hereto. Consideration of and an acknowledgement that this material 
has been considered is respectfully requested. 

Finality of the Rejections Should be Withdrawn 

Applicants note the claim language which was the subject of the Section 103 
rejections was not the subject of amendments by Applicants in the previous Amendment. 
As such, Applicants respectfully submit the finality of the outstanding Office Action was 
premature. Specifically, Applicants respectfully refer the Examiner to MPEP § 
706.07(a), which provides in pertinent part, 

Under present practice, second or any subsequent actions on the merits 
shall be final, except where the examiner introduces a new ground of 
rejection that is neither necessitated by applicant's amendment of the 
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claim nor based on information submitted in an information 
disclosure statement filed during the period set forth in 37 CFR 1.97(c) 
with the fee set forth in 37 CFR 1.97(p). 

In the present case, the Section 103 rejections based upon U.S. Patent No. 
6,799,246 to Wise et al. was a new ground of rejection introduced by the Examiner in the 
outstanding office and was not necessitated by applicants' amendment of the claims. 
Accordingly, the final rejection was premature and should be withdrawn. MPEP § 
706.07(d). Furthermore, while a first Office Action after a Request for Continuing 
Examination may be made final in certain circumstances, it is improper to make such an 
Office Action final where a new ground of rejection has been introduced by the 
Examiner. Thus, the final rejection was premature and should be withdrawn. 

The Rejections 

Of pending Claims 15-42, Claims 15, 23, 28, and 30 are independent claims; the 
remaining claims are dependent claims. Claims 19-21 and 34-36 are found to be directed 
toward patentable subject matter and thus objected to for depending upon a rejected base 
claim, but allowable if rewritten in independent form. Claims 15-18, 23, 28, and 30-33 
stand rejected as being unpatentable over U.S. Patent 6,185,312 to Nakamura et al. 
(hereinafter Nakamura ('312)) in view of U.S. Patent 6,799,256 to Wise et al. (hereinafter 
Wise ('256)) under 35 U.S.C. § 103(a). Claims 38-42 stand rejected as being 
unpatentable over Nakamura ('312) in view of Wise ('6,799,246) and in further view of 
U.S. Patent 6,393,196 to Yamane et. al. (hereinafter Yamane ('196)) under 35 U.S.C. § 
103(a). The Examiner is respectfully requested to reconsider the rejections presented in 
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the outstanding Office Action in light of the foregoing amendments and the following 
remarks. 

Rejection of claims 15-18, 23, 28, and 30-33 
under 35 U.S.C. § 103(a) over Nakamura ('312) 
in View of Wise et al. C246) : 

Applicants continue to assert that the present invention is not obvious over the 
cited art. Applicants' remarks in previous Amendments regarding Nakamura ('312) are 
equally applicable here. The outstanding Office Action is the first action in which a. 
rejection under Section 103 has been made over the combination of Nakamura ( 4 3 12) and 
Wise ('256). 

As best understood, Nakamura appears to be directed to an apparatus, method, 
and medium for embedding watermarks in MPEG-2 video. The invention receives the 
motion picture, decodes and splits the picture into unit picture numbers that contain 
frames in the Group of Pictures. Each unit picture, comprised of frame pictures, is 
embedded with the embedding information (the watermark). (Column 7, lines 25-58) 
According to the specification of Nakamura, this watermark information is 
interchangeable with the sub-information. (Column 14, line 61 to Column 15, line 3) 

There is no teaching or suggestion in Nakamura to have a system to embed 
watermarks in the MPEG-2 video data. Thus, Nakamura clearly does not disclose the 
invention as set forth in the claims. Additionally, there is no suggestion or teaching 
Nakamura to disclose "embedding part or all of the additional data". (Claim 15, 
emphasis added) As shown above, the sub-information that the Office equates with the 
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part of additional data is interchangeable with the watermark information that is 
embedded in the video data. Thus, although Nakamura uses the word "sub-information", 
this information is in fact not part of the additional data. There is no suggestion or 
teaching of embedding only a part or section of the watermark data or sub-information 
that is to be embedded into the data. Further, there is no suggestion or teaching 
Nakamura to disclose "extracting data for a small domain from the detected video 
frame and for buffering the data". (Claim 15, emphasis added) As already stated 
previously, Nakamura embeds unit pictures that consist of more than one frame with the 
wateritiark information and further does not disclose or suggest processing the unit 
pictures into smaller blocks that are buffered. 

The Examiner cites U.S. Patent No. 6,799.246 to Wise et al., stating M [i]n 
particular, columns 108-109 teaches the concept of such well known technique of 
embedding additional information in the sync intervals of a frame." A review of the cited 
section of Wise et al., however, shows that Wise et al. does not teach what is disclosed in 
the claims. 

The Office Action concedes that "the suggestion for combination is not 
particularly specified in either Nakamura et al or Wise et al (or even Yamane et al)". The 
Office Action, however, does not make a prima facie case the combination is obvious, 
despite stating "the question in the test for combining references in a section 103 rejection 
is note solely relied on what the individual reference expressly teaches." The current 
standard for a combination rejection is address is a Memorandum from Margaret A. 
Focarino, Deputy Commissioner for Patent Operations, dated May 3, 2007, which 
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provides in pertinent part: 

4) The Court noted that the analysis supporting a rejection under 35 U.S.C. 
103(a) should be made explicit, and that it was "important to identify a 
reason that would have prompted a person of ordinary skill in the relevant 
field to combine the [prior art] elements" in the manner claimed. The 
Court specifically stated: 



Often, it will be necessary ... to look to interrelated 
teachings of multiple patents; the effects of demands 
known to the design community or present in the 
marketplace; and the background knowledge possessed by a 
person having ordinary skill in the art, all in order to 
determine whether there was an apparent reason to combine 
the known elements in the fashion claimed by the patent at 
issue. To facilitate review, this analysis should be made 
explicit. 

KSR, slip op. at 14 (emphasis added). 

Therefore, in formulating a rejection under 35 U.S.C. 5 103(a) based 
upon a combination of prior art elements, it remains necessary to 
identify the reason why a person of ordinary skill in the art would have 
combined the prior art elements in the manner claimed. 



Applicants respectfully submit that the analysis underlying the purported 
combination has not been done in the present case and as such a prima facie case 
supporting the obviousness rejections has not been made. Such an analysis is particularly 
important when neither reference meets the limitations of the claims, the Office admits 
there is no suggestion in the references for the combination, the Office has not disputed 
Applicants' assertions Wise ('256) does not teach the limitations of the claimed invention, 
and the thus, the combination proffered by the Office would not result in the claimed 
invention. 
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For the foregoing reasons, Applicants respectfully submit that claims 15-18, 23, 
28, and 30-33 are allowable over Nakamura ('312) in view of Wise ('256). Applicants 
respectfully request that the Examiner withdraw the rejection of claims 15-18, 23, 28, and 
30-33 under Section 103(a). 

Rejection of claims 38-42 under 35 U.S.C. § 103(a) 
over Nakumura C312) in view of Yamane C196) : 

Claims 38-42 stand rejected as being unpatentable over Nakamura ('312) in view 
of U.S. Patent 6,393,196 to Yamane et. al. (hereinafter Yamane 0196)) under 35 U.S.C. § 
103(a). 

With regards to this rejection, claims 38-42 are dependent upon independent 
claims 15, 23, 28, and 30. Applicants respectfully submit that claims 15, 23, 28, and 30 
are allowable over Nakamura ('312)in view of Wise ('256) as established above. Claims 
38-42 are also allowable, then, for at least the same reasons as claims 15, 23, 28, and 30. 
Applicants respectfully request that the Examiner withdraw the rejection of claims 38-42 
as being unpatentable over Nakamura ('312) in view of Wise ('256) and in further view of 
Yamane ('196) under 35 U.S.C. § 103(a). 

Applicants graciously acknowledge that Claims 19-21 and 34-36 were indicated 
by the Examiner as being allowable if rewritten in independent form. Applicants reserve 
the right to file new claims of such scope at a later date that would still, at that point, 
presumably be allowable. 

In summary, it is respectfully submitted that the instant application, including 
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claims 15-21, 23, 28, 30-36, and 38-42, is presently in condition for allowance. Notice to 
the effect is hereby earnestly solicited. If there are any further issues in this application, 
the Examiner is invited to contact the undersigned at the telephone number listed below. 



Kespectiuiiy suDmittea, 



Respectfully submitted, 

Sta gey D ) Ference EI 
Registration No. 33,879 

Customer No. 35195 

FERENCE & ASSOCIATES LLC 

409 Broad Street 

Pittsburgh, Pennsylvania 15143 

(412) 741-8400 

(412) 741-9292 - Facsimile 

Attorneys for Applicants 

Attachment 
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